REMARKS 

Claims 1-11 were pending. 
Claim 12 is new. 

Claims 1 , 2, 3, 4, 5 and 6 are amended. 
Claims 1-12 are pending. 

IDS 

Applicants enclose the non patent literature missing from the file wrapper and entered on the 
September 1, 2006 IDS titled "Page 73, of Enzyme preparation and use, Chaplin & Bueke (1990), 
Cambridge University Press". 



In regard to the foreign patent documents listed most have substantial US equivalents noted in the 
IDS mailed on September 1, 2006: 



EP0707061 
EP0362829 
EP0243967 
EP0666321 
WO02/50297 



US5705382 
US508941 1 
US4931391 
US5563053 
US2004/048348 



Inadvertently, the following equivalents were overlooked. 
EP0307926 US5334519 
WO90/12110 US56 18687 

SU1731814 No equivalent but enclose an English abstract 



The Applicants apologize for the inconvenience. 



Specification 

The disclosure is objected to because the current address of the depository collection NCIMB is 
missing on page 1 1 . 
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Applicants have amended the specification to add the specific address requested: 

NCI MB Ltd. 
Ferguson Building 
Crabstone Estate 
Bucksburn, Aberdeen 
Scotland, AB219YA 

35 USC 112, first paragraph 

Please find enclosed herewith the deposit receipt and the viability statement for the strain NCIMB 
41164 which describe all necessary items. 

The material has been accepted for deposit under the Budapest treaty on the international 
• Recognition of the Deposit of Microorganisms for the purpose of Patent Procedure and all restrictions 
on the availability to the public of the material so deposited will be irrevocably removed upon the 
granting of a patent. 

35 USC 112, second paragraph 

Claims 1-11 are rejected under 35 USC 112, second paragraph. 

Claim 1 has been amended to clarify the meaning of "none actively growing free cells". 
Basis for the amendment may be found on page 7, last paragraph. 

Claim 1 is also amended to also define the term non-actively growing culture as the metabolism in the 
microorganism cells is substantially zero. Support for this amendment may be found on page 7, lines 
27-28. 

Claim 2 is amended to read: 

A method according to claim 1 in which the microorganism is stored in step iii) as an aqueous paste 
comprising whole microbial cells. 

Support for this amendment may be found on page 7, second paragraph. 
Claim 3 is amended to read: 
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A method according to claim 1 in which the microorganism is stored in step iii) as an aqueous 
suspension of microbial cells in a suspending medium selected from the group consisting of water, 
physiological saline solution, a physiological buffer solution and an aqueous liquid containing at least 
one component of the growth medium. 

Support for the above amendment may be found on page 7, paragraph 3. 
Claim 4 is amended to read: 

A method according to claim 1 in which the microorganism is stored in step iii) in the growth medium 
in step ii) . 

Support for this amendment may be found on page 7, second paragraph. 
Claim 5 is amended to delete the preferably phrase. 
Claim 6 is amended to read: 

A method according to claim 1 in which the growth medium comprised in the storage medium of step 

iii) further comprises urea or a urea derivative. 

Support for this amendment may be found on page 10, lines 13-16. 

No new matter has been added. 

The applicants believe the above amendments correct the 112, second paragraph rejections. _c 

35 USC 102(b) 

Claims 1-5 and 7-9 are rejected under 35 USC 102(b) as being aniticpated by US 5,705,382, Endo. 

Endo is directed to the stabilization of nitrile hydratase activity of microbial cells during storage. Endo 
does this by culturing the appropriate microorganism, collecting the resulting cells by centrifugation 
and washing, and then mixing the cell suspension with an aqueous solution of inorganic salts. The 
cells of Endo are preserved as a suspension or immobilized in an aqueous medium consisting of a 
neutral or weakly basic aqueous solution of inorganic salts having a molarity ranging from 100 mM to 
the saturation concentration of said inorganic salts. That is, Endo teaches the addition of a stabilizing 
agent for preservation of the cells. Additionally, the storage medium of Endo has no component of 
the fermentation broth . 
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The present claims have been amended to require the storage medium must comprise water and any 
residual fermentation broth components . 

This amendment is based on page 8, lines 1-2 and page 12, lines 14-16. No new matter is added. 

Endo teaches removal of the cells from the fermentation broth. This is quite clear in col. 3, lines 55-60 
where Endo states: 

The resulting cells are collected by centrifugation and washed one or twice with a borate or 
phosphate buffer. Thereafter, the cell suspension is mixed with the aforementioned aqueous 
solution of inorganic salts in such an amount that the final concentration of interest is obtained. 

The examples all confirm the absence of fermentation broth. 

The present method requires the presence of residual fermentation broth (growth medium). As stated 
in the present disclosure in the first paragraph on page 9: 

"Storage stability may be achieved without resorting to removal of any of the fermentation broth 
components such as urea or urea derivatives." 

Thus Endo does not anticipate the present claims. 
In regard to claim 4: 

Claim 4 should not have been included in the original anticipation rejection for the following reason. 
Claim 4 (amended) reads: 

A method according to claim 1 in which the microorganism is stored in step iii) in the growth medium 
in step ii). 

Endo removes the fermentation medium from the cells and does not make a single suggestion to do 
otherwise. Claim 4 requires that the microorganism is stored in step iii) in the growth medium in step 
ii). As Endo stores his cells only by first removing the fermentation medium, Endo cannot anticipate 
claim 4. 
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35 USC 103(a) 

Claims 1-1 1 are rejected under 35 USC 103(a) as being unpatentable over US 5,705,382, Nagasawa 
and US 5,089,411. 

US '382 is relied on as above. US '382 does not mention use of Rhodococcus rhodochrous NCIMB 
41164. It does disclose another strain (co. 7, line 59) that is capable of producing acrylamide (col. 8, 
line 27, inventive example 6). 

Both US '382 and US '41 1 teach the incorporation of urea in the culture media of Rhodococcus 
rhodochrous. 

Therefore alleged by the examiner it would have been obvious to use Rhodococus rhodochrous cells 
stored as free cell suspensions and to use urea in the culture media. 

Applicant agrees that incorporation of urea in the culture media is taught by US '382 and US '41 1 . 
However, claim 6 is directed to the STORED microorganism in step iii) further comprises urea or a 
urea derivative. 

Both US '382 and US'41 1 recommend adding urea or derivatives to the culture media only . US '382 
teaches that once the cells are grown, the media is separated from the cells, thus the urea along with 
the other culture media or fermentation broth is no longer present with the stored microorganism. 
US'41 1 teaches only the use of urea and derivative in the culture media. US'41 1 makes no disclosure 
of a stored microorganism at all and thus make absolutely no suggestion that the stored 
microorganism further comprising the urea or derivative. 

The present disclosure teaches that urea is a known protein denaturant, see page 2. Jine 25 to page 
3, line 6: page 9, lines 5-7. Thus the prior art suggests removing urea before storing the 
microorganism. 

Furthermore the combination of Endo with Nagasawa and US 5,089,41 1 does not arrive at the 
presently claimed invention. Endo does not suggest the presence of fermentation broth components 
within the storage medium, in fact teaches the removal of such components before storage. Neither of 
the secondary references make up for the definciencies of Endo. Thus the above rejection is 
inadequate as the combination of references does not complete the present claim limitations. 
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I 

1 



Reconsideration and withdrawal of the rejection of claims 1-11 is respectfully solicited in light of the 
remarks and amendments supra. 



Since there are no other grounds of objection or rejection, passage of this application to issue with 
claims 1-12 is earnestly solicited. 

Applicants submit that the present application is in condition for allowance. In the event that minor 
amendments will further prosecution, Applicants request that the examiner contact the undersigned 
representative. ° e; 



Respectfully submitted, 




Ciba Specialty Chemicals Corporation Shiela A. Loggins 

540 White Plains Road Agent for Applicants 

Tarrytown, New York 10591 Reg. No. 56,221 
(914) 785-2768 

SAL\22350R1.doc 

Enclosures: Copy of English abstract for SU 1731 81 4, Copy of Page 73, of Enzyme Preparation and 
Use, Chaplin & Bueke (1990), Cambridge University Press and deposit receipt and the viability 
statement for the strain NCIMB 41 164 which describe all necessary items 
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L2 ANSWER 1 OF 1 WPDDS COPYRIGHT 2008 THOMSON REUTERS on 



AN 1993-141630 [17] WPIDS 
DNC CI 993-063677 [21] 

TI Novel strain of Rhodococcus rhodochrous - is used as producer of nitrile 

hydratase 
DC D16 

IN ASTAUROVA O B; POLYAKOVA S V; YANENKO A S 

PA (INMI-R) IND MICROORGANISMS GENETICS & SELECTION; (SAFI-R) 

SARAT SECT 

MICROORG SELECTION GENET PROM 
CYC 1 

PIA SU 1731814 Al 19920507 (199317)* RU 5[0] 

ADT SU 1731814 Al SU 1990-4826513 19900517 

PRAI SU 1 990-48265 1 3 1 99005 1 7 

AB SU 1731814 Al UPAB: 20050507 

Novel Rhodococcus rhodochrous M8 VKPM S-926 strain is used as a producer 
of nitrile hydratase. The enzyme catalysts the hydrolysis of amides of 
carboxylic acids to amides. The strain 926 shows nitrile hydratase 
activity of 150 units, compared with 141 units for the known strain 
AM-324, and does not require the presence of expensive aminoacids in the 
nutrient medium. 

Tests show that the activity of the ferment reaches 140, 220 and 150 
mmoles/mg.min. w.r.t. isobutyronitrile, acetonitrile and acrylonitrie 
respectively. 

USE/ADVANTAGE - In microbiology to grow new strain having high 
nitrile hydratase activity. Bui. 17/7.5.92 



RFro^f^^l 1 ^ ON INTERNATIONAL 

FOR^«»I^Jl WOS ^ OF MICROORGANISMS 
FOR THE PURPOSES OF PATENT PROCEDURE 



CIBA Specialty Chemicals Water Treatments Ltd 
POBoxJ8 

Cleclcheaton Road 

Low Moor 

Bradford 

BD12 OJZ 



Name and address 

OF DEPOSITOR 
IDENTIFICATION OF THE MICROORGANISM 



INTERNATIONAL FORM 

RECEIPT IN THE CASE OF AN ORIGINAL DEPOSIT 
Issued pursuant to RuJe 7.J by the ~* " 

INTERNATIONAL DEPOSITARY AUTHORITY 
identified at the bottom of this page 

EPO - DG 1 

♦ 

19. 07. 2006 




tdenrificarion reference given by the 
DEPOSITOR: 

* 

Rhodococcus rhodochrous 
8TR 2496 



Accession number given by the 
INTERNATIONAL DEPOSITARY AUTHORITY* 

NCIMB4II64 



II. 



SCIENTIFIC DESCRlmpN AND/OR PRO POSED TAXONOMIC DESIONATION 



Tne micTOorxanism idenrified under I above was accompanied by: 
[~J a scientific description 
f)T| a proposed rax onornic designation 
(Marie with a aoss where applicable) 

HI- , RfCElPT AND ACCEPTANCE 

■ 

^ RECEIPT OF REQUEST FOR CONVERSION 



was received by it on 



on 



Budapest Treafy was received by it 



V - INTERNATIONAL DEPOSITARY AUTHORITY 



Name: NCIMB Ltd., 



Address:23 St Machar Drive, 
Aberdeen, 
AB24 JRY, 
Scotland. 



Signature^) ofpOTon(s) having the power .0 rtprw«t lh< 
International Depojitary Authority or of authorijed 

Date: 17 July 2003 



„ hero »u,c g4(d) appuc, such date is 5, d ate on which the 55? of Si^TO D.pos^ Auth ^ 
Form BP/4 (ioIe page) 



w« acquired. 



a • * • 



* ««f 4 % m 9 t 




nt™^ ^EATY Oti THE INTERNATIONAL 

^JESPS* 7 * 1 DEPOSIT OF MICROORGANISMS 
FOR THE PURPOSES OF PATENT PROCEDURE 



CIBA Specialty Chemicals Water Treatments Ltd 

P 0 Box 38 

Cleckheaton Road 

Low Moor 

Bradford 

BD12 0J2 



INTERNATIONAL FORM 

VIABILITY STATEMENT 
Issued pursuant to Rule 10.2 by the 
INTERNATIONAL DEPOSITARY AUTHORITY 
Identified Ad the following page 



NAME AND ADDRESS OF THE PARTY 
TO WHOM THE VIABILITY STATEMENT 
IS ISSUED 



I. DEPOSITOR 



Name: 



AS ABOVE 



Address: 



a IDENTIFICATION OF THE MICROORGANISM 



Accession number given by the 

INTERNATIONAL DEPOSITARY AUTHORITY- 
NCIMB 4 11 6*4 

Dale of the deposit or of the transfer'; 

5 March 2003 • 



III. VIABILITY STATEMENT 



The viabUUy of the microorganism identified under II above was tested on 6 March 2003 • On that date, the said microorganism 
J 

Q viable 
j | no longer viable 



3 
J 



Indicate the dale or the original deposit or, where a new devosit or a mMf« h*« h~ ~*a. ,u 

(date of the new deposit or date of The transfer). " ^ feccm fclcv ™ *™ 

In the cases referred to in Rule l0>2(aXii) and (hi), refer to the most recent viability test. 
Ma/lc with a cross the applicable bun. 



Form BP/9 (first page) 



IV. CONDITIONS UNDER WHICH THE VIABILITY TEST HAS BEEN PERFORMED 4 



V. INTERNATIONAL DEPOSITARY AUTHORITY 



[Name: NCIMB Ltd., 

Address: 23 St Mae har Drive, 
Aberdeen. 
A24 3RY, 
Scotland. 



Signature^) of personfs) having the po wer 
ro represent (he International Depositary 
Authority or of authorised officials): 

Date:) 7 /uly 2003 ^ 



Fill in if the information has been requested end if the results of the test were negative. 



Form BP/9 (second and last page) 



Page 73, of Enzyme preparation and use, Chaplin & Bueke (1990), Cambridge 
University Press". 



73 

preparation of enzymes for sale 

Thi's is don. toansuro .ha. .he enzyme WTj^i^ and qu0 « 
fife. The manufacrurer will usually »«^*^ „ u of pnmary 

use d .o srabrlise enzyme P«P— £ ^Sometimes « is only the 
only under .he cover of a ^ mfaaurer the c „mperi.ive edge 

formulalion of an enzyme tot gives • manor ^ 

o,er rival companies. 1. should be ^tcluding isoenzymes 

conrain relarively little acuve enzyme ( < MO M«W« in> 

— roducrion ^ = ^* = 

The key lo maintaining enzyme « m "» ' h | eIU stnlc ture. 

s0 prevenring unfolding, W^^ ZX™^ use of 

ionic arrengrh of rherr environment. NeurraH alrsc P ^ 
wale r and bind 

acrions berween an enzyme s nyoropn ^ therma , 

toonzymemoWestocomprej J-^J*^ in stabilising hydro- 
unfolding reacuons. Not all salts ' areequa y desl>bl , isaU on by 

phobic interactions, some arc much ofnw (,he cfcwc 

slum hydrogen phosphate are power , Many enzymes are 

thiosulphare and calcium chloride dea abil.se enzym j ^ 
specin^y — bylow^^ 

form par. of .he ^^"^n.mions (e.g. 20% (w/v) Nad), 
stabilises glucose isomerases. m nign v- addition ions 

salt doomages microbia,^ as , hio , s by 

can offer some prorection against oxidation to gr p 

f^^T/J^ sorbtto. and mannttol) are 
Low molecular weight polyols <e.g. giy^iu , 



